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1. Claims 1-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A. The instant claims recite "a polyurethane dispersion" and "comprising a mixture of a 
polyisocyante (claim contains misspelling) and a molecule having hydrogen active moieties". It 
is xmclear if "polyurethane" is intended to require the reaction of the isocyanate and acitive H 
compounds or if "mixture" is intended to require that they are unreacted. 

B. The instant claims recite "optionally" followed by two components separated by "and/or". 
It is unclear if both components are optional or only the first recited component. 

C. The grammar of claim 12 is so unclear it is unclear what method step or steps is/are 
required. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claims 1-4, 10, and 12-14 are rejected imder 35 U.S.C. 102(b) as being anticipated 
by US Pat. No. 5548022 Ito et al.. 

Ito discloses and claims aqueous dispersions of polyurethanes made with the instantly 
claimed mixture including hydrogenated XDI which falls within the scope of the instantly 
claimed isocyanate. Hydrogenated XDI is expected to be a technical mixture of the isomers the 
chemistry inherent to this reaction produce via the well known organic chemistry theories. The 
claimed hydrogenated XDI is therefore expected to give the mixtures of the instant claim 2 
necessarily inherently. See the claims, of which the claiming of hydrogenated XDI is a 
disclosure of the isocyanate with sufficient specificity so as to anticipate its use, column 5,lines 
20-22; column 6, lines 45-61 encompasses the use of no organic solvent, which falls within the 
scope of the instant claim 4, emulsifier of the instant claim 10 is disclosed at column 7, lines 4- 
12; column 10, lines 1-67 encompasses the instant claims 12-14; and the remainder of the 
document. The stabilities of the instant claim 14 are necessarily inherent as the use of the 
claimed aliphatic hydrogenated XDI will give a more light stable polyurethane than one 
containing aromatic isocyanate as is well known and necessarily inherent to the patentee's 
claimed polyurethanes. 

5. Claims 1-8 and 10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US Pat. No. 6569533 Uchida et al. 

See the abstract; column 2, lines 49-67; column 3, lines 18-67; column 4, lines 1-67, 
particularly 6-33 and 48-67; column 5, lines 1-67, particularly 35-67; column 6, lines 1-67; 
column 7, lines 7-15; column 10, lines 20-66; column 13, lines 40-67; column 14, lines 1-49 and 
60-67; column 15, lines 1-20; column 16, lines 1-61; and the remainder of the document clearly 
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disclose the above claimed inventions. Hydrogenated XDI is expected to be a technical mixture 
of the isomers the chemistry inherent to this reaction produce via the well known organic 
chemistry theories. The claimed hydrogenated XDI is therefore expected to give the mixtures of 
the instant claim 2 necessarily inherently. The stabilities of the instant claim 14 are necessarily 
inherent as the use of the claimed aliphatic hydrogenated XDI will give a more light stable 
polyurethane than one containing aromatic isocyanate as is well known and necessarily inherent 
to the patentee's claimed polyurethanes. 

6. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat. 
No. 6569533 Uchida et al.. 

See the abstract; column 2, lines 49-67; column 3, lines 18-67; column 4, lines 1-67, 
particularly 6-33 and 48-67; column 5, lines 1-67, particularly 35-67; colunm 6, lines 1-67; 
column 7, lines 7-15; column 10, lines 20-66; column 13, lines 40-67; column 14, lines 1-49 and 
60-67; column 15, lines 1-20; column 16, lines 1-61; and the remainder of the document clearly 
disclose the above claimed inventions. Hydrogenated XDI is expected to be a technical mixture 
of the isomers the chemistry inherent to this reaction produce via the well known organic 
chemistry theories. The claimed hydrogenated XDI is therefore expected to give the mixtures of 
the instant claim 2 necessarily inherently. The stabilities of the instant claim 14 are necessarily 
inherent as the use of the claimed aliphatic hydrogenated XDI will give a more light stable 
polyurethane than one containing aromatic isocyanate as is well known and necessarily inherent 
to the patentee's claimed polyurethanes. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the instantly claimed mixtures of isocyanates because mixtures, thought not the 
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instantly claimed amounts thereof, are encompassed by the patentee at column 4, lines 1-2, it is 
within the ability of the ordinary skilled artisan to determine the mixtures and amounts of each 
isocyanate needed to obtain desired properties as evidenced by the absence of guidance on this 
issue by the patentee, and the ordinary skilled artisan expects the combinations of properties 
contributed by each isocyaiiate in proportion to the amounts thereof Furthermore, the skilled 
artisan would use excess of the preferred isocyanates, including hydrogenated XDI, since its 
properties are obviously desired most. It would have been obvious to one of ordinary skill in the 
art at the time of the instant invention to use the instantly claimed solids content of claim 9 
because the patentee encompasses aqueous solutions, which are infinitely dilutable by 
definition, and dispersions and thus encompasses a large range of feasible solids contents and it 
is within the ability of the ordinary skilled artisan to determine the solids content desired based 
on factors such as desired viscosity and desired coating thickness, and the patentee encompasses 
all possible solids contents by its silence regarding this feature. 

7. Any inquiry concerning this communication or earlier conmiunications firom the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday firom 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained firom the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained fi-om either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-ciirect.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (t(>U-free). 
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